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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1-20 rejected less than 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

a. Claims 1 -1 0 are under the statutory category of a process as each claim 
demonstrates steps of action performed. However all the requirements for utility are 
not met. The claims fall under the Judicial Exception of an abstract idea i.e., an 
algorithm. Neither a physical transformation of data nor a recitation of a useful, 
concrete and tangible result with respect to a real world use is recited in the claims. 
As a consequence, there is no assured result that can be shown by claim 1 or 10, as 
well as dependent claims 2-9. See MPEP 2106: IV(B)(1)(a), last paragraph. 

b. Claims 11-18 are under the statutory category of an apparatus. Though a 
physical medium, such as a programmed processor, is disclosed in the independent 
claim 11, there is no assured useful, concrete and tangible result recited in the claim. 
No resultant product is present within these claims. See MPEP 2106: IV(B). 

c. Claims 19-20 pertain to functional descriptive material for performing the 
recited steps. Though machine is mentioned, there is no machine process that 
produces a useful, concrete and tangible result as claimed. See MPEP 2106: 
IV(B)(1 )(a), last paragraph. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-5, 7-15, and 17-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Wakisaka, US 6,112,174. 

Re claim 1 , Wakisaka teaches a method in a speech recognition application 
callflow (fig. 1 or 4 illustrates a system for conducting a speech recognition callflow. 
Note : a "call flow" as claimed is nothing more than an interaction within a voice 
response application particularly input and response. Thus, fig. 1 or 4 of Wakisaka 
encompasses this aspect. See also col. 4, lines 56-68), comprising the steps of: 
placing a prompt into a workspace for the speech recognition application 
workflow (inputted speech via microphone 101); 

and attaching at least one among a pre-built grammar (dictionary 104 is the pre- 
built grammar as claimed. Note : A pre-built grammar list as claimed is broad as to be 
construed as a dictionary) 

and a user-entered individual new option to the prompt (col. 7 line 13-19. 
Wakisaka states "In the case where there is no corresponding word in a 
dictionary for an inputted speech, or in the case where the result of judgment in 
step ST504 is affirmative, the dictionary change-over section 103 receives the 



Application/Control Number: 10/726,102 Page 4 

Art Unit: 2600 

result of recognition 401 indicating the absence of the corresponding word and 
makes a change to a word dictionary of the next candidate made of an object of 
recognition (step 505) "). 

Re claim 2, the method of claim 1 , wherein the step of attaching the pre-built 
grammar comprises the step of selecting the pre-built grammar from a list (col. 1 1 , line 
13-16, teaches how words or sentences of speech are recognized and defined as a 
dictionary; col. 1 1 , line 63-65 teaches "a dictionary selected from said plurality of 
dictionary for speech recognition"). 

Re claim 3, the method of claim 2, wherein the method further comprises the 
step of searching the list of pre-built grammars for matches to the user-entered 
individual new option. The aspects recited in claim 3 have been analyzed and rejected 
w/rto claim 1 above (col. 7 line 13-19). 

Re claim 4, the method of claim 3, wherein if a match exists between the pre-built 
grammar and the user-entered individual new option, then the user-entered individual 
new option points to an equivalent pre-built grammar. (Col. 7 Line 20-25; Note : the 
claimed aspects are broad enough as to be viewed as synonymous for " the case where 
there is the corresponding word in a dictionary for an inputted speech (or in the case 
where the result of judgment in step ST504 is negative), the speech recognition 
processing is completed and the flow proceeds to the next processing for the result of 
recognition in the system." 
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Claim 5 has been evaluated and rejected with respect to claim 4. When a match 
exists between dictionary grammar and user-entered grammar, the dictionary grammar 
was already part of a list and does not need to be formed. 

Re claim 7, when a user enters data into the workspace of a call flow and the 
data is added to a new dictionary/grammar file, the output would inherently be the 
customized result after speech processing. (See Fig. 1 or Fig. 4: 109) 

Re claim 8, prototype by a user is broad as to be interpreted as creating 
something new or not final. This is understood to mean creating new grammar for the 
first time that does not exist in a pre-defined grammar list or dictionary until the speech 
processing is completed. (Col. 9 line 31-34) 

Re claim 9, in figure 6, "make change to dictionary indicated by result of 
recognition" indicates that no auxiliary dictionary is formed; rather the data is added to 
an existing dictionary. 

Re claim 10, which summarizes the aspects of claims 1 and 4. Thus, it has been 
analyzed and rejected w/r to claims 1 and 4. 

Re claim 1 1 , Wakisaka discloses "A system for managing grammar options in a 
graphical callflow builder (fig. 1 or 4), comprises: a memory (104, 105); and a processor 
(106, col. 4, line 56-58) programmed to place a prompt into a workspace for the speech 
recognition application workflow (see discussion in claim 1); and attach at least one 
among a pre-built grammar and a user-entered individual new option to the prompt (see 
discussion in claim 1 ). 

Re claim 1 2, see discussion for claim 2. 
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Re claim 1 3, see discussion for claim 3. 
Re claim 14, see discussion for claim 4. 
Re claim 15, see discussion for claim 5. 
Re claim 17, see discussion for claim 7. 
Re claim 18, see discussion for claim 8. 

Re claim 19, a machine readable storage is described that stores a computer 
program that applies the method of claim 1. A machine-readable storage would be 
necessary to house a computer program in order for the method of claim 1 to be 
applied. No specific storage system is disclosed that is materially different than one 
required to apply the method of claim 1 , therefore claim 19 is rejected in view of claim 1 . 
See discussion for claim 1 as well as (Col. 4 line 48-54 and Fig. 1). 

Re claim 20, see discussion for claim 2. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966) . that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: (See MPEP Ch. 
2141) 

_ a. Determining the scope and contents of the prior art; 
wm **** T ^T^scertaining the differences between the prior art and the claims in issue; 
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c. Resolving the level of ordinary skill in the pertinent art; and 

d. Evaluating evidence of secondary considerations for indicating 
obviousness or nonobviousness. 

6. Claims 6 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Wakisaka, US 6,1 12,174 as applied to claims 1 and 1 1 above and further in view of 

Thomson, VoiceXML Vol. 2 Issue 7 (hereinafter, "Thomson"). 

Re claim 6, Wakisaka fails to teach VoiceXML as being part of the call flow 
system disclosed. However, Thomson discloses such information where "the VoiceXML 
gateway executes VoiceXML code and uses text-to-speech and speech recognition 
software to communicate with callers." (See Fig. 1 , 2,and 3 and paragraph 4 line 2). 

Therefore, the combined teachings of Wakisaka and Thomson would have 
caused the implementation of VoiceXML to be obvious for an advantage in speech- 
enabled applications. 

Re claim 16, Claim 16 applies the method of claim 6. See discussion for claim 6 



Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US 7099824 B2, US 5799273 A, US 6961700 B2, US 7024348 
B1, US 6112174 A. 

Contact 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Colucci Jr. whose telephone number is (571) 

^exa0iiQ,ej^p^n normally be reached on M-F 7:30-5:00 alternate Fridays. 



Application/Control Number: 10/726,102 Page 8 

Art Unit: 2600 

If attempts to reach the examiner by telephone are unsuccessful, the examinees 
supervisor, Vu Le can be reached on (571) 272-7332. Customer Service can be 
reached at (571 ) 272-2600. The fax number for the organization where this application 
or proceeding is assigned is (571) 273-7332. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Michael Colucci Jr. 
Assistant Examiner 
AU 2626 
(571)272-1847 
Michael.Colucci@uspto.gov 
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